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DETAILED ACTION 
Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-11, drawn to method of method of edge-machining an optical lens, 
classified in class 264, subclass 2.7. 

II. Claims 12-20, drawn to apparatus for edge-machining an optical lens, classified in 
class 451, subclass 177. 

2. The inventions are distinct, each from the other because of the following reasons: 
Inventions I and II are related as process and apparatus for its practice. The inventions 

are distinct if it can be shown that either: (1) the process as claimed can be practiced by another 
and materially different apparatus or by hand, or (2) the apparatus as claimed can be used to 
practice another and materially different process. (MPEP § 806.05(e)). In this case the 
apparatus as claimed can be used to practice another and materially different process, namely a 
process wherein the workpiece is held stationary and the rotating combination tool is indexed on 
a track to circumscribe the periphery. 

Because these inventions are independent or distinct for the reasons given above and 
there would be a serious burden on the examiner if restriction is not required because the 
inventions have acquired a separate status in the art in view of their different classification, 
restriction for examination purposes as indicated is proper. 

During a telephone conversation with Steven Permut on 12/6/2006 a provisional election 
was made with traverse to prosecute the invention of Group II, claims 12-20. Affirmation of this 
election must be made by applicant in replying to this Office action. Claims 1-1 1 are withdrawn 



Application/Control Number: 10/722,007 Page 3 

Art Unit: 3722 

from further consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected 
invention. 

3. Examiner notes that a Species election may additionally be required in the next office 
action as the 35 USC 1 12 issues are resolved and the limitations of the claims are clarified. See 
below 35 USC 1 12 2 nd Paragraph rejections. Applicant is referred to the disclosure, which 
discusses various embodiments, and the drawings, which show at least 5 different embodiments. 

Information Disclosure Statement 

4. The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1.98(b) requires a list of all patents, publications, or other information 
submitted for consideration by the Office, and MPEP § 609.04(a) states, "the list may not be 
incorporated into the specification but must be submitted in a separate paper." Therefore, unless 
the references have been cited by the examiner on form PTO-892, they have not been 
considered. 

Specification 

5. The disclosure is objected to because of the following informalities: the disclosure on 
refers to the claims by numbers (see paragraphs 0001 and 0017, for example). Applicant is 
required to amend the specification to remove these references and to incorporate into the 
disclosure the subject matter of these claims that is necessary to the understanding of the 
invention. 
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Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claims 12-20 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The claims are generally narrative and indefinite, failing to conform with current U.S. 
practice. They appear to be a literal translation into English from a foreign document and are 
replete with grammatical and idiomatic errors. 

For example, claim 12, lines 2 states the phrase "in particular for", lines 6 and 16 state the 
phrase "may in particular be", lines 16-17 states "according to the intended method of. 

Another example is claim 20, which states in line 2 "in particular for"; line 2 states "in 
particular according to". Claim 20 also uses the term "may be" through out, which makes it 
impossible to determine the actual claimed limitations of Applicant's invention. 

A broad range or limitation together with a narrow range or limitation that falls within the 
broad range or limitation (in the same claim) is considered indefinite, since the resulting claim 
does not clearly set forth the metes and bounds of the patent protection desired. See MPEP § 
2173.05(c). Note the explanation given by the Board of Patent Appeals and Interferences in Ex 
parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as to where broad language is 
followed by "such as" and then narrow language. The Board stated that this can render a claim 
indefinite by raising a question or doubt as to whether the feature introduced by such language is 
(a) merely exemplary of the remainder of the claim, and therefore not required, or (b) a required 
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feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 131 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte Hasche, 
86 USPQ 481 (Bd. App. 1949). In the present instance, claims 12-20 recites the broad recitation 
of the combination tool or device, and the claim also recites the phrase "in particular" which is 
the narrower statement of the range/limitation. 

The phrases "in particular" and "may be" renders the claims indefinite because it is 
unclear whether the limitations following the phrase are part of the claimed invention. 

The above examples are only a sampling of the 35 USC 112 issues with the claims. 

Applicant is required to review all claims to ensure compliance with US Patent Office 
procedures. 

All claims will be examined "as best understood'. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

9. Claims 12-20 are rejected under 35 U.S.C. 102(b) as being anticipated by US Pat. No. 
5,626,511 (Kennedy et al.). 

Kennedy teaches a combination tool for edge-machining an optical lens with a base body 
92 with a plurality of milling cutters and turnings tool with V-shaped recesses (see reference 
numbers P and R, figure 5 and col. 6, lines 44-52, for example). 
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Examiner notes that the claims are replete with confusing terminology and the use of 
terms such as "preferably" and "may". These are not positive limitations. 



10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dana Ross whose telephone number is 571-272-4480. The 
examiner can normally be reached on Mon-Thurs. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Monica Carter can be reached on 571-272-4475. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Conclusion 




Dana Ross 
Examiner 
Art Unit 3722 
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